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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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1 . Regarding claim interpretation: 

The examiner interprets "sterically bulky substituent" (as recited, e.g., in the last line of 
claim 1) in light of the specification (page 4, lines 20-21). However, given that present claims 1, 
15 and 21 allow both of p and w to be 0, the sterically bulky substituent is an optional substituent 
for all claims that do not explicitly limit at least one of p and w to 1-3 and/or do not positively 
recite that the compound has at least one such substituent. 



2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 



3. Claims 1, 3-5, 21, 26, 27, 30, 32 and 33 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Enokida et al. (US 5,759,444). 

For example, see column 1, lines 10-30, c. 2, 1. 4-8, c. 4, 1. 24-47, c. 26, 1. 38-62, the 
formula for compound A-15 in Table 2 (c. 31-32), and c. 41, 1. 41-51. 

Compound A-15 as represented by the formula in Table 2 is a naphthalene compound 
represented by Formula (1) as defined in present claim 1 wherein each of p, w, m and n is 0. 
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Regarding present claim 3, Ar a is not present when each of m and n is 0. 

Regarding present claims 4 and 5, the sterically bulky substituent represented by R 1 
and/or R is not present when each of p and w is 0. 

Compound A- 15 further meets the limitations of a naphthalene compound represented by 
Formula (4) as defined in present claim 21 wherein each of p and w is 0. 

4. Claims 1-4, 6-11, 21, 22, 24-27, 30, 32 and 33 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Matsuura et al. (US 2005/0064233 Al). 

See the whole publication. In particular, see paragraphs [0021]-[0046] and the formulae 
designated EM80, EM81, EM83, EM84, EM127, EM128, EM129, EM130, EM161, EM183, 
EM184 and EM192 on pages 19, 20, 26, 31, 35 and 37. 

The compounds represented by formulae EM80, EM81, EM83 and EM84 are 
naphthalene compounds represented by Formula (1) as defined in present claim 1 wherein each 
of p, w, m and n is 0. These compounds further meet the limitations of a compound represented 
by Formula (4) as defined in present claim 21 wherein each of p and w is 0. 

The compounds represented by formulae EM127, EM128, EM129, EM130 and EM192 
are naphthalene compounds represented by Formula (1) as defined in claim 1 wherein each of p 
and w is 1, each of m and n is 0, and each of R 1 and R 2 is a sterically bulky substituent. These 
compounds further meet the limitations of a compound represented by Formula (4) as defined in 
claim 21 wherein each of p and w is 1 . 
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The compound represented by formula EMI 61 is a naphthalene compound represented 
by Formula (1) as defined in claim 1 wherein each of p and w is 2, and each of m and n is 0, and 
further meets the limitations of the compound represented by Formula (4) as defined in claim 21. 

The compounds represented by formula EMI 83 and EMI 84 are naphthalene compounds 
represented by Formula (1) as defined in claim 1 wherein one of p and w is 1 and the other is 2, 
and each of m and n is 0. The compounds further meet the limitations of the compound 
represented by Formula (4) as defined in claim 21. 

The compounds represented by formulae EM127, EM128, EM129, EM130, EM161, 
EMI 83, EMI 84 and EM 192 further meet the limitations of one or more dependent claims which 
further define the sterically bulky substituent. For example, the compound of formula EM 128 as 
shown on page 26 of the prior art is a compound of present formula (1) wherein each of p and w 
is 1, and each of R and R is a t-butyl group. Per page 5 of the present specification, a t-butyl 
group (t-Cfiig) has a Sterimol Bi value of 2.59 angstroms. Accordingly, prior art compounds 
such as the compound of formula EM 128 meet the limitations of the naphthalene compound as 
defined in present claim 1 and further defined in present claims 2-4, 6-1 1, 21, 22, 24 and 25. 

Regarding present claim 3, Ar a is not present when each of m and n is 0. 

5. Claims 1, 3-5, 15, 21, 26-30, 32 and 33 are rejected under 35 U.S.C. 102(a) and 35 
U.S.C. 102(e) as being anticipated by Parton et al. (US 2003/0129449 Al). 

See the whole publication. In particular, see paragraphs [OO09]-[005O], [0053], [0056], 
[0057], [0107] and [0146]. 
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Of the compounds represented by the formulae in paragraph [0049], all except Inv-6, Inv- 
10, Inv-1 1 , Inv-12, Inv-3 1 and Inv-32 meet the limitations of a compound represented by 
Formula (1) as defined in present claim 1 wherein each of p and w is 0, and a compound 
represented by Formula (4) as defined in present claim 4 wherein each of p and w is 0. 

Of the compounds represented by the formulae in paragraph [0049], Inv-1 6 through Inv- 
20, Inv-24 through Inv-30 and Inv-33 are within the scope of the compound required by present 
claim 3 when each of m and n is 1 or 2. Several other compounds depicted in paragraph [0049] 
are within the scope of the compound required by claim 3 when one of m and n is 0 and the other 
ofmandnisL 

Of the compounds represented by the formulae in paragraph [0049], Inv-1 6 through Inv- 
20, Inv-24 through Inv-30 and Inv-33 also meet the limitations of a compound represented by 
Formula (3) as defined in present claim 15 wherein each of p and w is 0. 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 28, 29 and 3 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Enokida et al. (US 5,759,444) as applied to claims 1, 3-5, 21, 26, 27, 30, 32 and 33 above, and 
for the further reasons set forth below. 
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Enokida et al. teach that the light-emitting layer may utilize a combination of materials, 
and that some doping materials may be used to shift the color of light. For example, see c. 25, 1. 
38-c. 26, 1.2 and c. 41, 1. 41-51. 

Enokida et al. teach fluorescent materials while claim 28 requires triplet light emitting 
materials (phosphorescent materials). Triplet light emitting materials as required by claim 28 
were known in the art at the time of the present invention to be usable in the light-emitting layer 
of an electroluminescent device, and known to provide advantages over fluorescent materials 
(advantages such as greater device efficiency). 

Polymeric light emitting materials as required by claim 29 were also known in the art at 
the time of the invention. Fluorescent polymeric light emitters as well as phosphorescent 
polymeric light emitters were known in the art at the time of the invention. 

Further, it was well known in the art at the time of the invention that white light could be 
produced by selecting an appropriate combination of different light emitting materials to be 
combined in one layer, or an appropriate combination of different light emitting layers to be 
stacked upon one another. 

It would have been an obvious modification to one of ordinary skill in the art at the time 
of the invention to utilize Enokida 5 s Compound A- 15 in various electroluminescent device 
structures known in the art, and to incorporate other materials known in the art to be suitable for 
use in an electroluminescent device. 



Application/Control Number: 10/810,282 



Art Unit: 1774 



Page 7 



8. Claims 1-27, 30, 32 and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Matsuura et al. (US 2005/0064233 Al) as applied to claims 1-4, 6-11, 21, 22, 24-27, 30, 32 
and 33 above, and for the further reasons set forth below. 

With respect to claim embodiments requiring a sterically bulky substituent that is an aryl 
group with a substituent alpha to the point of attachment to the naphthalene compound, such as 
the substituent represented by present Formula (2b), Matsuura et al. teach that substituted aryl 
groups may be utilized as substituents. For example, see paragraphs [0023]-[0042]. 2- 
methylphenyl is explicitly taught in paragraph [0031]. 2-methylphenyl is a group of present 
formula (2b) in which "i" is 0 and S 2 is a methyl group. The substituted aryl group is not limited 
to those taught in paragraph [0031], and a phenyl group having multiple substituents is within the 
scope of the substituted aryl group. 

With respect to claim embodiments in which one or both of m and n is 1 or 2, Matsuura 
et al. also teach that the compounds may have additional substituted or unsubstituted arylamino 
groups. For example, see paragraphs [0029], [0036] and [0040]. 

It would have been an obvious modification to one of ordinary skill in the art at the time 
of the invention to make compounds similar to those disclosed by Matsuura et al. and including 
other substituents disclosed and suggested in the prior art. For example, it would have been an 
obvious modification to one of ordinary skill in the art at the time of the invention to make 
compounds similar to EM 128 having additional substituents such as substituted phenyl groups 
and/or diarylamino groups since Matsuura et al. teach that these groups may be used as 
substituents. 
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9. Claims 1-33 are rejected under 35 U.S.C. 103(a) as being unpatentable over Partem et al. 
(US 2003/0129449 Al) as applied to claims 1, 3-5, 15, 21, 26-30, 32 and 33 above, and for the" 
further reasons alone. 

(Applicant is requested to note that because the Parton et al. publication is available as 
prior art under 102(a) as well as 102(e), a statement of common ownership at the time of the 
present invention will not be sufficient to overcome the rejection under 35 U.S.C. 103(a).) 

Parton et al. do not disclose a specific example of a naphthalene compound represented 
by present formulae (1), (3) or (4) wherein at least one of p and w is 1-3, and at least one of R 1 
and R is a sterically bulky substituent. However, such compounds are within the scope of 
Parton' s disclosure. Substituents which are sterically bulky substituents are explicitly taught by 
Parton et al. See paragraph [0050]. An alkyl group such as "t-butyl", which has a Sterimol Bi 
value of 2.59 and is a substituent represented by present Formula (2a), is taught in paragraph 
[0050]. An aryl group such as "2,4,6-trimethylphenyl", also known as "mesityl", which has a 
Sterimol Bi value of 1.93 and is a substituent represented by present Formula (2b), is taught in 
paragraph [0050]. 

It would have been an obvious modification to one of ordinary skill in the art at the time 
of the invention to make compounds similar to those disclosed by Parton et al. and including 
other substituents disclosed and suggested in the prior art. For example, it would have been an 
obvious modification to one of ordinary skill in the art at the time of the invention to make 
compounds similar to those disclosed in paragraph [0049] and having substituents such as t-butyl 
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and/or 2,4,6-trimethylphenyl groups since Parton et al. teach that these groups may be used as 
substituents. 

With respect to present claim 31, Parton et al. teach that the light-emitting layer may 
comprise a mixture of compounds and light emission can be of any color (see paragraph [0107]). 
It was well known in the art at the time of the invention that white light could be produced by 
selecting an appropriate combination of different light emitting materials to be combined in one 
layer, or an appropriate combination of different light emitting layers to be stacked upon one 
another. 



10. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection is 
appropriate where the conflicting claims are not identical, but at least one examined application 
claim is not patentably distinct from the reference claim(s) because the examined application 
claim is either anticipated by, or would have been obvious over, the reference claim(s). See, e.g., 
In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In reLongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In 
re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 
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1 1 . Claims 1-33 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-25 of U.S. Patent No. 6,849,345 B2. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because there 
is substantial overlap between the subject matter of the patent claims and the claims of the 
present application in which, in Formula (1), one of m and n is 1 while the other is 0, 1 or 2, and 
each of p and w is 0-3. The sterically bulky substituent of the present claims is not required by 
the patent claims, but is not required for the present claims when both of p and w are 0. Further, 
the patent claim encompasses further substituents on the naphthalene compound, and sterically 
bulky substituents are not excluded by the patent claim language. Patent claim 7 explicitly 
provides for at least one alkyl or aryl group as a substituent on the naphthalene group of the 
formula (1) compound. It would have been within the level of ordinary skill of a worker in the 
art at the time of the invention to determine suitable alkyl and aryl groups. For an "aryl" group, 
one of ordinary skill in the art would have at once envisaged at least a phenyl group which, as 
taught on page 5 of the present specification, has a Sterimol Bl value of 1.70 angstroms. 

12. The examiner notes that there are numerous other prior art references that anticipate at 
least present claim 1 wherein each of p, w, m and n is 0, and present claim 21 wherein each of p 
and w is 0. Rejections based on these references would be substantially duplicative of the 
rejection based on Enokida et al. 
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13. Applicant is advised that should claim 16 be found allowable, claim 17 will be objected 
to under 37 CFR 1.75 as being a substantial duplicate thereof. When two claims in an 
application are duplicates or else are so close in content that they both cover the same thing, 
despite a slight difference in wording, it is proper after allowing one claim to object to the other 
as being a substantial duplicate of the allowed claim. See MPEP § 706.03(k). 



14. Any inquiry concerning this communication should be directed to Marie R. Yamnitzky at 
telephone number (571) 272-1531. The examiner works a flexible schedule but can generally be 
reached at this number from 6:30 a.m. to 4:00 p.m. Monday, Tuesday, Thursday and Friday, and every 
other Wednesday from 6:30 a.m. to 3:00 p.m. 

The current fax number for all official faxes is (571) 273-8300. (Unofficial faxes to be sent 
directly to examiner Yamnitzky can be sent to (571) 273-1531.) 



MRY 

October 01, 2006 




MARIE YAMNITZKY 
PRIMARY EXAMINER 




